United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/590,743 



FILING DATE I 

08/25/2006 

09/03/2009 



FIRST NAMED INVENTOR 



25255 7590 

clariant corporation 
intellectual property department 
4000 monroe road 
charlotte, nc 28205 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



GREEN, ANTHONY J 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJtSiVrXS nvrliyjts OUff Iff fcff Jr 


Application No. 

10/590,743 


Applicant(s) 

BRYCHCY ET AL. 


Examiner 

Anthony J. Green 


Art Unit 
1793 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 
Response to Amendment 

1 . The preliminary amendment submitted on 25 August 2006 lias been entered. 
Claims 11-13 have been added and accordingly claims 1-13 are currently pending in the 
application. 

Specification 

2. A substitute specification excluding the claims is required pursuant to 37 CFR 
1 .125(a) because portions of the pages of the specification contain horizontal lines 
which resemble strikethrough which indicates matter to be deleted. 

A substitute specification must not contain new matter. The substitute 
specification must be submitted with markings showing all the changes relative to the 
immediate prior version of the specification of record. The text of any added subject 
matter must be shown by underlining the added text. The text of any deleted matter 
must be shown by strike-through except that double brackets placed before and after 
the deleted characters may be used to show deletion of five or fewer consecutive 
characters. The text of any deleted subject matter must be shown by being placed 
within double brackets if strike-through cannot be easily perceived. An accompanying 
clean version (without markings) and a statement that the substitute specification 
contains no new matter must also be supplied. Numbering the paragraphs of the 
specification of record is not considered a change that must be shown. 
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3. The disclosure is objected to because of the following informalities: The 
specification fails to provide support for the limitation of "vibrations comprising circular, 
elliptical, and linear vibrations". 

Appropriate correction is required. 

Note the specification recites "vibrations consisting of circular, elliptical, and 
linear vibrations". 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 1-13 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Stepp (US Patent No. 3,963,743 A). 

The reference teaches, in column 1, lines 9+, the formation of transparent 
phthalocyanine pigments which are incorporated in paints, lacquers, plastics, inks etc. 

The instant claims are met by the reference. While the reference does not recite 
that the pigment is produced by the same method, it is believed that the resulting 
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pigment is the same. As stated in MPEP 21 13 [R-1] "[E]ven tliougli product-by-process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985) (citations omitted). Once a product appearing to be substantially 
identical is found and a 35 U.S.C. 102/103 rejection is made, the burden shifts to the 
applicant to show an unobvlous difference "The Patent Office bears a lesser burden of 
proof In making out a case of prima facie obviousness for product-by-process claims 
because of their peculiar nature" than when a product is claimed in the conventional 
fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). Once 
the examiner provides a rationale tending to show that the claimed product appears to 
be the same or similar to that of the prior art, although produced by a different process, 
the burden shifts to applicant to come forward with evidence establishing an unobvlous 
difference between the claimed product and the prior art product. In re Marosi, 710 F.2d 
798, 802, 218 USPQ 289, 292 (Fed. Clr.1983). Accordingly since the resulting product 
appears to be the same the instant claims are anticipated by and/or rendered obvious 
by the reference. 
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7. Claims 11-13 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Roth et al (US Patent No. 
5,175,282 A). 

The reference teaches, in the abstract, examples and the claims, the production 
of transparent phthalocyanine pigments by grinding the crude pigment in the presence 
of an organic liquid. The pigments are utilized in phnting inks, plastics and paints. 

The instant claims are met by the reference. While the reference does not recite 
that the pigment is produced by the same method, it is believed that the resulting 
pigment is the same. As stated in MPEP 21 13 [R-1] "[E]ven though product-by-process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985) (citations omitted). Once a product appearing to be substantially 
identical is found and a 35 U.S.C. 102/103 rejection is made, the burden shifts to the 
applicant to show an unobvious difference "The Patent Office bears a lesser burden of 
proof in making out a case of prima facie obviousness for product-by-process claims 
because of their peculiar nature" than when a product is claimed in the conventional 
fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). Once 
the examiner provides a rationale tending to show that the claimed product appears to 
be the same or similar to that of the prior art, although produced by a different process. 
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the burden shifts to applicant to come forward with evidence establishing an unobvious 
difference between the claimed product and the prior art product. In re Marosi, 710 F.2d 
798, 802, 218 USPQ 289, 292 (Fed. Cir.1983). Accordingly since the resulting product 
appears to be the same the instant claims are anticipated by and/or rendered obvious 
by the reference. 

8. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
German Patent Specification No. DE950,799 in view of Gock et al (US Patent No. 
5,570,848A) and the Gock article entitled "Neue Entwicklugen". 

The German Patent Specification teaches the grinding of crude phthalocyanlne 
pigments in a conventional vibratory mill. 

The Gock et al patent describes eccentric vibratory mills and their use to grind 
various materials and states, In column 3, lines 54+) that the eccentric vibratory mill has 
advantages over conventional vibrating mills. 

The Gock article entitled "Neue Entwicklugen" (according to the search report 
and the instant specification) describe eccentric vibratory mills and their use to grind 
various materials such as pigments. 

The Instant claims are obvious over the combination of references. One of 
ordinary skill In the art, with the intent of improving the method of the German reference 
would look to the Gock et al patent and article to improve the grinding of pigments as 
these documents specifically propose improvements to the vibratory mill method 
including improvements for pigment treatments. In light of the clear advantages known 
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from the Gock et al patent and article, it appears obvious to one of ordinary sl<ill in tlie 
art to use the eccentric vibratory mill for grinding crude phthalocyanine pigments also 
absent evidence showing otherwise. The claims would have been obvious because "a 
person of ordinary skill has good reason to pursue the known options with his or her 
technical grasp. If this leads to the anticipated success, it is likely the product not of 
innovation but of ordinary skill and common sense." As for the type of phthalocyanine 
pigment utilized or the reaction conditions it would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to determine the 
required reaction conditions and the necessary amounts or types of components, since 
it has been held that where the general conditions of a claim are disclosed in the prior 
art, discovering the optimum or workable ranges involves only routine skill in the art. In 
re Alien 220 F.2d 454, 105 USPQ 223 (CCPA 1955). As for the property recited in 
claim 5 this appears to be an obvious property possessed by the pigment resulting from 
the combination of references as the same process is utilized. Accordingly the instant 
claims are obvious over the combination of the references. 

Information Disclosure Statement 

9. The remaining references have been considered by the examiner however they 
are considered to be cumulative to or less material than the prior art references relied 
upon in the above rejections. 
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Any inquiry concerning tliis communication or earlier communications from the examiner should be directed 
to Anthony J. Green whose telephone number is (571)272-1367. The examiner can normally be reached on M-F 8:30- 
5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jerry A. Lorengo 
can be reached on 571-272-1233. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information system, call 800- 
786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Anthony J Green/ 
Primary Examiner 
Art Unit 1793 
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August 31 , 2009 



